The Federal Circuit Sets New Traps for the Unwary IPR Petitioner
by Chad Nydegger

The Federal Circuit recently decided Click-To-Call Technologies, LP v. Ingenio, Inc.,
Yellopages.com, LLC, (Fed. Cir. Aug. 16, 2018), in which it addressed circumstances in which
a petition for inter partes review (“IPR") challenging the validity of a patent is time barred
under 35 U.S.C. § 315(b). The Federal Circuit's holding has laid new traps that can bar IPR
petitions as untimely for unwary would-be IPR petitioners.

Section 315(b) sets a time bar for IPR petitions, providing that an IPR petition “may not be
instituted if the petition requesting the proceeding is filed more than 1 year after the date on
which the petitioner, real party in interest, or privy of the petitioner is served with a
complaint alleging infringement of the patent.” 35 U.S.C. § 315(b). In Click-To-Call
Technologies the Federal Circuit address how this statute applies (1) when the complaint
served was subsequently voluntarily dismissed, (2) when the claims of the patent at issue
had been changed through ex parte reexamination between the service of the dismissed
complaint and the filing of the IPR petition, and (3) when only one of several parties filing the
IPR petition had been previously served with the dismissed complaint. The Federal Circuit
found that 315(b) bars the IPR petition in all three instances. In so ruling, the Federal Circuit
laid several traps that could trip up IPR petitioners who are not careful.

The facts presented in Click-To-Call Technologies are rather unusual. In 2001 Inforocket.com,
Inc. (“Inforocket”) served a complaint on Keen, Inc. (“Keen”) for infringing a patent (“the '836
patent”). Ultimately Keen purchased Inforocket, thereby becoming the owner of the ‘836
patent, and voluntarily dismissing the complaint. Keen later changed its name to Ingenio, Inc.
(“Ingenio”). The '836 patent was then re-examined, resulting in some claims being cancelled,
the remaining claims being amended, and new claims being added. Click-To-Call
Technologies, Inc. (“CTC") subsequently acquired the '836 patent, and in 2012 sued several
companies, including Ingenio (former owner of the ‘836 patent) and Oracle Corp. (“Oracle”).
Less than one year after service of CTC’s complaint, Ingenio, Oracle and others jointly filed a
petition for IPR challenging the '836 patent.

In response to the IPR petition CTC argued that the petition was time barred under § 315(b)
because Ingenio had been served with a complaint for infringement of the '836 patent back
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in 2001. The petitioners argued that service of the complaint in 2001 did not trigger the time
bar of § 315(b) because that complaint was voluntarily dismissed. The Federal Circuit
rejected that argument, holding that “§ 315(b)’s time bar is implicated once a party receives
notice through official delivery of a complaint in a civil action, irrespective of subsequent
events.” (Slip op. at p. 13.)

Next the Petitioners argued that § 315(b) should not apply because the claims in the '836
patent being challenged in the petition were different from those asserted in the 2001
complaint because they had been materially altered during the reexamination. The Federal
Circuit rejected that argument, holding that § 315(b) speaks in terms of the “patent,” not in
terms of patent claims, and “the timeliness analysis is to be made with reference to ‘the
patent.”” (Slip op. at p. 26.)

Last, Oracle (and others similarly situated) argued that the time bar should not apply to them
because they were not served with the complaint in 2001, and were not in privity with
Ingenio (or any other party involved in the 2001 action) before at least 2008. These
petitioners had not had any opportunity to challenge the ‘836 patent in connection with the
2001 lawsuit because it had been dismissed years before those petitioners became involved.
The Federal Circuit also rejected this argument, holding that all the petitioners “declared
themselves as ‘the Petitioner’ in their sole IPR petition, and certified that Ingenio...is a ‘real

rm

party in interest.”” (Slip op. at p. 27.) Consequently, all the petitioners were “properly treated
as an undifferentiated unit that filed an untimely petition.” (/d.) That Oracle could have filed
its own petition (rather than joining with Ingenio) that would not have been time barred by
§315(b) was irrelevant to the Federal Circuit’'s analysis holding that the joint petition was time

barred.

The takeaways from this opinion for would-be IPR petitioners are: First, address the potential
of a second lawsuit when dealing with a first lawsuit because the second lawsuit will not reset
the time bar under §315(b), even if the scope of the claims of the patent changed between
the two lawsuits. Second, be careful joining with other petitioners when filing an IPR petition
because if even one of your joint petitioners is barred under § 315(b) then the entire petition
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will be barred.

If the Federal Circuit’s holdings in Click-To-Call Technologies go against your general notions
of fairness, you are not alone. But now that you are aware of Click-To-Call Technologies you
can avoid these new traps for the unwary.



